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DETAILED ACTION 

1 . Please note that the examiner of record has been changed. The new examiner is Vickey 
Ronesi. 

Continued Examination Under 37 CFR 1.114 

2. A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on 4/1 8/2007 has been entered. 

3. The outstanding 35 USC 112, 1 st paragraph rejections are withdrawn in light of 
applicant's amendment filed on 4/1 8/2007. 

4. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior office action. 

Claim Objections 

5. Claims 25, 31, and 39 are objected to because of the following reasons: 

With respect to claims 25 and 3 1 , the phrase "the natural rubber or synthetic polyisoprene 
comprises the majority of elastomer in the composition" is incorrect and should read as "the 
majority of elastomer in the composition is the natural rubber or synthetic polyisoprene" because 
the natural rubber or synthetic polyisoprene does not comprises a majority of anything. 
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With respect to claim 39, line 2, the term "agent" should be inserted after the term 
"coupling" so that it has full antecedent basis as recited in claim 37. 
Appropriate correction is required. 

Claim Rejections - 35 USC § 112 
6. Claims 23-28 and 35-41 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

With respect to claim 23, it recites that the amount of silica is from 25-40 phr but also 
recites that the blend of carbon black and silica is in an amount between 1 5-50 phr and that the 
amount of silica is greater than or equal to the amount of carbon black in phr minus 5, the scope 
of the claim is confusing given that it is not clear how the composition can both comprise blend 
of carbon black and silica in amount between 15-50 phr and have amount of silica from 25-40 
phr. That is, for instance, given that the minimum amount of silica is 25. phr, it is not clear how 
the lower limit of the amount of the blend of carbon black and silica is 15 phr. It would appear 
that the lower limit of the blend amount of carbon black and silica would necessarily have to be 
greater than the amount of silica alone. 

With respect to claims 24-28 and 35-41, they are rejected for being dependent on a 
rejected claim. 
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Claim Rejections - 35 USC § 103 
7. Claims 23-26, 29-32, 35, 36, 41, and 42 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Sandstrom et al (US 5,394,919) in view of JP '146 (JP 09-302146). 

Sandstrom et al discloses a tire component that is a laminate of rubber composition and 
wire (i.e., bead) for a pneumatic tire that is in the form of a belt positioned circumferentially 
around the tire in the crown portion thereof between the tire tread and the tire carcass plies (col. 
2, lines 51-68), wherein the rubber composition comprises 100 parts rubber such as cis-1,4- 
polyisoprene and cis-l,4-polyisoprene natural rubber and mixtures thereof with other diene 
rubber (col. 4, lines 1-37); 0-40 phr (col. 2, line 25) precipitated silica having a BET surface area 
of preferably 50-300 m 2 /g (col. 4, lines 46-61); and reinforcing carbon black, wherein the 
combined amount of silica and carbon black is at least about 35 phr (col. 4, lines 43). 

Sandstrom et al fails to disclose the surface area of the reinforcing carbon black. 

JP '146, which is drawn to tire, disclose the use of composition for bead filler (a 
reinforcing layer found axially outside the turn-up portion of the carcass and extending radially 
from the bead core) comprising carbon black possessing surface area of 50-150 m /g. It is 
disclosed that if the surface area of the carbon black is less than 50 m 2 /g, there is poor hardness 
while if the surface area is greater the 150 m 2 /g, there is an increase in loss tangent. 

Given that Sandstrom et al discloses the use of a reinforcing carbon black and further 
given that carbon black specific surface area disclosed by JP ' 146 as described above, it therefore 
would have been obvious to one of ordinary skill in the art to use such carbon black in the apex 
of the tire of Ssandstrom et al. in order to produce tire with good hardness and low loss tangent 
that is easy to manufacture. 
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8. Claims 27 and 33 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sandstrom et al (US 5,394,919) in view of JP '146 (JP 09-302146) and further in view of 
Takeichi et al. (U.S. 6,008,295). 

The discussion with respect to Sandstrom et al and JP ' 146 in paragraph 7 above is 
incorporated here by reference. 

The difference between Sandstrom et al in view of JP 6 146 and the present claimed 
invention is the requirement in the claims of active groups on the additional diene elastomer. 

Takeichi et al., which is drawn to rubber compositions for tires, discloses the use of 
silicon or tin halide modified diene elastomer in order to produce a composition with superior 
fracture properties and low hysteresis loss (col. 1, lines 19-22, col. 2, lines 34-55, and col. 6, 
lines 45-55). 

In light of the motivation for using additional diene elastomer disclosed by Takeichi et al. 
as described above, it therefore would have been obvious to one of ordinary skill in the art to use 
such diene elastomer in the tire of Ssandstrom et al in order to produce tire with superior fracture 
properties and low hysteresis loss. 

9. Claims 28 and 34 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sandstrom et al (US 5,394,919) in view of JP '146 (JP 09-302146) and further in view of 
Fukahori et al. (U.S. 5,844,050). 

The discussion with respect to Sandstrom et al and JP ' 146 in paragraph 7 above is 
incorporated here by reference. 
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The difference between Sandstrom et al in view of JP ' 146 and the present claimed 
invention is the requirement in the claims of additional diene elastomer that has been modified 
by branching agent such as divinylbenzene. 

Fukahori et al, which is drawn to rubber composition, disclose a diene elastomer 
comprising a majority of cis-l,4-bonds, which is branched using divinylbenzene (col.9, lines 4- 
14, 32 and 46-50) in order to produce a composition with good abrasion resistance, fatigue 
resistance, and tensile properties (col.25, lines 26-36). 

In light of the above, it therefore would have been obvious to one of ordinary skill in the 
art to use such diene elastomer in the tire of Sandstrom et al in order to produce tire with good 
abrasion resistance, fatigue resistance, and tensile properties. 

10. Claims 37-40 are rejected under 35 U.S.C. 103(a) as being unpatentable over Sandstrom 
et al (US 5,394,919) in view of JP '146 (JP 09-302146) and further in view of Vanel (U.S. 
6,211,278). 

The discussion with respect to Sandstrom et al and JP '146 in paragraph 7 above is 
incorporated here by reference. 

The difference between Sandstrom et al in view of JP 6 146 and the present claimed 
invention is the requirement in the claims of covering agent. 

Vanel, which is drawn to tire composition, disclose the use of covering agent that is 
alkoxyalkyl silane wherein the ratio of the amount of covering agent to the amount of silica is 
0.01-0.2 (col.6, lines 55-66). 
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In light of the motivation for using covering agent in specific amount disclosed by Vanel 
as described above, it therefore would have been obvious to one of ordinary skill in the art to use 
such covering agent in Sandstrom et al in order to produce tire wherein the silica are effectively 
dispersed. 

11. Claims 23-25, 29-31, 35, and 36-37 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Segatta et al (U.S. 6,776,206) in view of JP '146 (JP 09-302146). 

The rejection is adequately set forth in paragraph 1 1 of the office action mailed 2/27/06 
and is incorporated here by reference. 

12. Claims 26-27 and 32-33 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Segatta et al (U.S. 6,776,206) in view of JP '146 (JP 09-302146) and further in view of Takeichi 
et al. (U.S. 6,008,295). 

The rejection is adequately set forth in paragraph 12 of the office action mailed 2/27/06 
and is incorporated here by reference. 

13. Claims 26, 28, 32, and 34 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Segatta et al (U.S. 6,776,206) in view of JP '146 (JP 09-302146) and further in view of Fukahori 
etal.(U.S. 5,844,050). 

The rejection is adequately set forth in paragraph 13 of the office action mailed 2/27/06 
and is incorporated here by reference. 
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14. Claims 38-40 are rejected under 35 U.S.C. 103(a) as being unpatentable over Segatta et al 
(U.S. 6,776,206) in view of JP '146 (JP 09-302146) further in view of Vanel (U.S. 6,21 1,278). 

The rejection is adequately set forth in paragraph 14 of the office action mailed 2/27/06 
and is incorporated here by reference. 

15. Claims 41 and 42 are rejected under 35 U.S.C. 103(a) as being unpatentable over Segatta 
et al. (U.S. 6,776,206) in view of JP '146 (JP 09-302146). 

The rejection is adequately set forth in paragraph 9 of the office action mailed 10/19/2006 
and is incorporated here by reference. 

Response to Arguments 

16. Applicant's arguments filed on 4/18/2007 have been fully considered but they are not 
persuasive. Specifically, applicant argues that Segatta et al is not a relevant reference against the 
present claims given that there is no disclosure in Segatta et al. that the composition comprises 
more than 70 phr natural rubber or synthetic polyisoprene. Applicants note that the data in Tables 
I and II (examples) of Segatta et al. show that polybutadiene is used in very high amount 
compared to the amount of natural rubber. 

It is agreed that there are no examples in Segatta et al. that utilize natural rubber or 
synthetic polyisoprene in amount as presently claimed. However, "applicant must look to the 
whole reference for what it teaches. Applicant cannot merely rely on the examples and argue that 
the reference did not teach others", In re Courtright, 377 F.2d 647, 153 USPQ 735,739 (CCPA 
1967). Further, "nonpreferred disclosures can be used. A nonpreferred portion of a reference 
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disclosure is just as significant as the preferred portion in assessing the patentability of claims", 
In re Nehrenberg, 280 F.2d 161, 126 USPQ 383 (CCPA 1960). A fair reading of the reference as 
a whole clearly discloses the use of 80-97 parts of at least one diene rubber which includes 
natural rubber or synthetic cis-l,4-polyisoprene rubber (col. 2, lines 52-55). Thus, it is the 
examiner's position that Segatta et al. do meet the requirements of the present claims with 
respect to the amount of natural rubber or synthetic polyisoprene. 

Conclusion 

1 7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Vickey Ronesi whose telephone number is (571) 272-2701 . The 
examiner can normally be reached on Monday - Friday, 8:30 a.m. - 5:00 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on (571) 272-1 119. The fax phone number for the 
organization where this application or proceeding is assigned is (571) 273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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